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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )^ Responsive to communication(s) filed on 1 7 November 2006 . 
2a)[X] This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) [3 Claim(s) 1-5J-33 and 35-56 is/are pending in the application. 

4a) Of the above claim(s) 7-28 and 35-56 is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) IEl Claim(s) 1-5 and 29-33 is/are rejected. 

7) Q Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) £3 The specification is objected to by the Examiner. 

10)1X1 The drawing(s) filed on 29 September 2003 is/are: a)^ accepted or b)Q objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
11 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12)D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f)- 
a)D All b)Q Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 



Status of Claims 



1. 



Claims 1-5, 7-33, and 35-56 are pending. 



2. 



Claims 7-28 and 35-56 have been withdrawn. 



3. 



Claims 6 and 34 have been cancelled. 



4. 



Claims 1-5 and 29-33 are rejected. 



Election/Restrictions 



5. This application contains claims 7-28 and 35-56 drawn to an invention nonelected with 
traverse in Paper No. 20060706. A complete reply to the final rejection must include 
cancellation of nonelected claims or other appropriate action (37 CFR 1.144) See MPEP 
§821.01. 

Specification 

6. The disclosure is objected to because it contains an embedded hyperlink and/or other 
form of browser-executable code at page 5, line 10. Applicant is required to delete this and other 
such embedded hyperlinks and/or other forms of browser-executable code. See MPEP § 608.01. 



Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 



Claim Rejections - 35 USC § 101 



7. 



35 U.S.C. 101 reads as follows: 



Application/Control Number: 10/674,056 Page 3 

Art Unit: 2161 

8. Claims 29-33 are rejected under 35 U.S.C. 101 because the claimed invention is directed 
to non-statutory subject matter. 

The basis of this rejection is set forth in a test of whether the invention is categorized as a 
process, machine, manufacture or composition of matter and if the invention produces a useful, 
concrete and tangible result. Mere ideas in the abstract (i.e., abstract idea, law of nature, natural 
phenomena) are found to be non-statutory subject matter. For a method claim to pass muster, the 
recited process must produce a useful, concrete and tangible result. 

In the instant case, claim 29 recites an apparatus, however it appears that the claimed 
means could consist purely of software per se, which is nonstatutory. Claims 30-33 are similarly 
rejected. 

The examiner will apply prior art to these claims as best understood, with the assumption 
that applicant will amend to overcome the stated 101 rejections. 

Claim Rejections - 35 USC § 102 

9. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 35 1(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

10. Claims 1-5 and 29-33 are rejected under 35 U.S.C. 102(e) as being anticipated by Rorex 
et aL (US 6,876,997, hereinafter "Rorex"). 



Application/Control Number: 10/674,056 Page 4 

Art Unit: 2161 

In regards to claim 1, Rorex teaches a method for generating information for an online 
advertisement, the method comprising: 

a) generating a search result using a search query and an index of advertiser Web page 
information (Rorex; col. 4, lines 33-46, 52-58; col. 5, lines 16-31 - "pay for placement 
database ... contains an ordered collection of search listing records used to generate search 
results in response to user queries." - the ordered collection of search listing records used 
to generate the search results is interpreted to be an index of advertiser web page 
information); 

b) determining at least one of (A) landing page information (Rorex; col. 4, lines 33-46 - 
"generates a list of HyperText links to documents that contain information relevant to 
search terms entered by the user" - the document to which the link directs the user is 
interpreted to be a landing page, and the landing page information, i.e. the link and the 
associated document/landing page, are determined using the results of the user's search 
terms) and (B) ad creative information using the search result; 

c) generating an ad using the determined at least one of a landing page information and 
ad creative information (Rorex; col. 4, lines 33-46, 52-58; col. 5, lines 16-31, 52-57 - the 
search result listings are themselves ads that are used to advertise a particular advertiser's 
product to the user, which is why an advertiser pays for placement of their web page in the 
search result listings, because it serves as an advertisement to attract users to a particular 
advertiser's product); and 

d) generating a search result page including 
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i) at least one search result corresponding to the search query (Rorex; col. 4, lines 
33-46, 52-58; col. 5, lines 16-31, 52-57), and 

ii) the generated ad (Rorex; col. 4, lines 33-46, 52-58; col. 5, lines 16-31, 52-57 - 
"The searcher may click on HyperText links associated with each listing in that 
search result page to access the corresponding web pages. The HyperText links ... 
include paid listings to advertiser web pages" - the listings, including the paid 
listings to advertiser web pages, constitute ads), 

wherein the generated ad is maintained as distinct from the at least one search result on 
the search result page (Rorex; Fig. 3a; col. 6, line 60 - col. 7, line 8 - "a display of the first 
several entries resulting from the search" - the claim language requires that the generated 
ad is distinct from the at least one search result; in Rorex, if the examiner interprets, for 
example, Fig. 3A, reference character 310a as the at least one search result and interprets 
Fig. 3A, reference character 310b as the generated ad, it is clear that the at least one search 
result and the generated ad are indeed distinct, meeting the language of the claims; 
furthermore, applicant's specification at pll, lines 18-20 state "preferably, the search 
results are maintained as distinct from the ads, so as not to confuse the user between paid 
advertisements and presumably neutral search results", and Rorex at col. 5, lines 58-65 and 
col. 7, lines 35-38 states "non-paid listings follow the paid advertiser listings on the search 
results page", which clearly meets not only the claimed limitation, but also its stated 
purpose as per the applicant's specification). 
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Claims 2-4 are rejected based on their dependency on claim 1 . Claim 1 recites, 
"determining at least one of landing page information and ad creative information," and the 
reference teaches determining landing page information, whereas claims 2-4 seek to further limit 
the determination of ad creative information. 

In regards to claim 5, Rorex teaches the method of claim 1 wherein the landing page 
information is a URL included in the search result (Rorex; col. 5, lines 38-45). 

Claims 29-33 are rejected with the same citations given for claims 1-5, respectively. 

Response to Amendment 

1 1 . Applicant's amendments filed 1 1/17/06 does not appear to address the objections to the 
specification. The corresponding objections have therefore been maintained. 

12. Applicant's amendments filed 1 1/17/06 with respect to the 35 U.S.C. 1 12, 2 nd paragraph 
rejections have been fully considered. The corresponding rejections have been withdrawn 
accordingly. 

13. Applicant's amendments filed 1 1/17/06 with respect to the 35 U.S.C. 101 rejections have 
been fully considered. The rejections of claims 1-5 have been withdrawn accordingly. 
However, the rejections of claims 29-33 are maintained. The apparatuses and methods claimed 
are not directed to statutory subject matter. Claim 29 recites an apparatus, however it appears 
that the claimed means could consist purely of software per se, which is nonstatutory. Claims 
30-33 are similarly rejected. 
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Response to Arguments 

14. Applicant's arguments filed 1 1/1 7/06 with respect to the prior art rejections have been 
fully considered but they are not persuasive. 

Applicant argues at page 16 of applicant's remarks that Rorex does not teach determining 
landing page information and/or ad creative information using a search result and generating an 
ad using the determined landing page and/or ad creative information. The applicant proceeds to 
argue that if a search result listing in Rorex is characterized as an advertisement, it was not 
generated using information determined from a search result. The examiner respectfully 
disagrees. 

The examiner asserts that Rorex teaches determining landing page information using a 
search result. Rorex teaches generating "a list of HyperText links to documents that contain 
information relevant to search terms entered by the user" (Rorex; col. 4, lines 33-46). The 
document to which the link directs the user is interpreted to be a landing page, and the landing 
page information, i.e. the link and the associated document/landing page, are determined using 
the results of the user's search terms. The examiner asserts that the landing page of Rorex is 
clearly determined using the search results, especially given that an entry in the search results 
includes information regarding a particular advertiser's landing page and links a user to that 
landing page. Therefore, information in the search results is clearly used to determine an 
advertiser's landing page. 

The examiner asserts that Rorex also teaches generating an ad using the determined . 
landing page information (Rorex; col. 4, lines 33-46, 52-58; col. 5, lines 16-31, 52-57). The 
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search result listings of Rorex are themselves ads that are used to advertise a particular 
advertiser's product to the user, which is why an advertiser pays for placement of their web page 
in the search result listings, because it serves as an advertisement to attract users to a particular 
advertiser's product. The examiner asserts that the landing page information is included in the 
ads of Rorex, and therefore is used to generate the ads. 

Therefore, the examiner asserts that the ads in Rorex are indeed generated using 
information generated from a search result. 

Applicant argues at page 16 of applicant's remarks that Rorex does not teach that the 
generated ad is maintained as distinct search result(s) on a generated search result page. The 
examiner respectfully disagrees. 

The limitation to which the applicant is referring states "wherein the generated ad is 
maintained as distinct from the at least one search result on the search result page" and the 
examiner asserts that this limitation is indeed taught by Rorex. Rorex teaches "a display of the 
first several entries resulting from the search" (Rorex; Fig. 3a; col. 6, line 60 - col. 7, line 8). 
The claim language requires that the generated ad is distinct from the at least one search result. 
In Rorex, if the examiner interprets, for example, Fig. 3 A, reference character 310a as the at least 
one search result and interprets Fig. 3 A, reference character 310b as the generated ad, it is clear 
that the at least one search result and the generated ad are indeed distinct, meeting the language 
of the claim. Furthermore, applicant's specification at pi 1, lines 18-20 state "preferably, the 
search results are maintained as distinct from the ads, so as not to confuse the user between paid 
advertisements and presumably neutral search results", and Rorex at col. 5, lines 58-65 and col. 



Application/Control Number: 10/674,056 Page 9 

Art Unit: 2161 

7, lines 35-38 states "non-paid listings follow the paid advertiser listings on the search results 
page", which clearly meets not only the claimed limitation, but also its stated purpose as per the 
applicant's specification. 

Conclusion 

15. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

16. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Kavita Padmanabhan whose telephone number is 571-272- 
8352. The examiner can normally be reached on Monday-Friday, 9:00am-5 :30pm. 

. If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Apu Mofiz can be reached on 571-272-4080. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Kavita Padmanabhan January 29, 2007 



Assistant Examiner 
AU2161 
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